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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1-8 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tipton (US 5,354,485) in view of Lange (US 6,258,761 ). 

With regard to claims 1-4 and 8, Tipton discloses a grease composition 
comprising an esterified polymer, a thickening agent, and an oil of lubricating viscosity 
(see entire document). The composition comprises an esterified maleic anhydride- 
styrene copolymer, which clearly overlaps the instant claims (column 21, lines 19-28. 
Although Tipton does not specifically disclose the wt% of the polymer in the 
composition, Tipton teaches 1 wt% of a post-treated esterified maleic anhydride-styrene 
copolymer in Example IX (column 23, lines 23-26). Since the post-treated polymer is 
merely expressed in an example, it would have been obvious to one of ordinary skill in 
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the art at the time of the invention for the esterified maleic anhydride-styrene copolymer 
to also be utilized at 1 wt%. 

Furthermore, Example IX only teaches a lubricant composition. However, Tipton 
discloses that thickening agents are added to the lubricant composition to produce 
grease (column 23, lines 55-65). The disclosed thickeners include hydroxystearic acid, 
which overlaps the instantly claimed metal salt of a carboxylic acid (column 23, line 66 
through column 24, line 9). Other thickening agents include clay, specifically bentonite 
(column 24, lines 10-24). 

Tipton is silent regarding the total acid number (TAN) of the esterified polymer. 
Lange discloses a lubricating composition comprising an esterified maleic anhydride- 
styrene copolymer with specific TAN values of 15 and 12.2 (column 1, lines 4-7; column 
8, lines 56-53; Example A-1 and Example A-1, column 15). Since Tipton discloses a 
lubricating composition, wherein a thickening agent is added to produce the grease, 
with an esterified maleic anhydride-styrene copolymer and Lange also teaches a 
lubricating composition with an esterified maleic anhydride-styrene copolymer having a 
specific TAN value, it would have been obvious to one of ordinary skill at the time of the 
invention for the polymer of Tipton to also have a TAN value as taught by Lange. 

Although Tipton in view of Lange does not specifically disclose the water wash 
off properties of the produced grease composition, it is the examiner's position that the 
composition would intrinsically comprise these properties since it overlaps the instant 
claims. 
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With regard to claim 5, since Tipton specifically discloses an esterified polymer, 
it would have been obvious to one of ordinary skill at the time of the invention for almost 
all the maleic anhydrides, about 99.5%, to be converted to ester groups. 

With regard to claims 6 and 7, Tipton discloses the polymer esterified with C 8 -18 
and C4 alcohols, which clearly overlaps the instant claims (column 23, lines 23-26). 

With regard to claim 11, since Tipton discloses an esterified copolymer derived 
from monomers of styrene and maleic anhydride, the method steps of mixing the two 
components to form a polymer, reacting the polymer with two alcohols, and adding the 
final product to lubricating oil with a thickening agent is intrinsically met. However, if 
applicant were to argue that Tipton does not disclose mixing the two components with a 
solvent, Lange also discloses a method to produce the esterified copolymer wherein a 
solvent is specifically utilized (column 13, lines 4-20). 

Response to Arguments 

4. Applicant's arguments filed 10/29/2008 have been fully considered but they are 
not persuasive. 

Specifically, applicant argues (A) that Tipton's reference to a grease is in a 
separate embodiment so that there is no teaching to use the esterified maleic anhydride 
stryene copolymer in the grease composition. 

With respect to argument (A), Tipton specifically teaches using 1 wt% of the 
esterified maleic anhydride stryene copolymer in a lubricant composition (Example IX, 
column 23). These copolymers are disclosed as additives in the composition (column 
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20, line 41 through column 21, line 28). Additionally, Tipton specifically teaches the 
disclosed lubricant is used to form grease (column 23, lines 56-57). Therefore, the 
same lubricant is used to form the grease. Although Tipton does not specifically 
disclose a grease composition comprising 1 wt% of the esterified maleic anhydride 
stryene copolymer, since this copolymer is used in a lubricant and the lubricants of 
Tipton are used to form grease compositions, it would have been obvious for a grease 
composition to comprise the copolymer. Additionally, since the copolymer is disclosed 
as an additive, it would have also been obvious to incorporate the additive into a grease 
composition for its beneficial dispersant abilities (column 21, lines 19-20). 

Specifically, applicant argues (B) that the resultant copolymer products of Lange 
comprise TAN values of less than 4. 

With respect to argument (B), as shown in Examples A-1 and A-2, the 
"intermediate" copolymers of Lange comprise a TAN value of greater than 4. It is these 
intermediate copolymers that are very similar to the copolymer disclosed by Tipton. The 
intermediate products of Lange are then further reacted with a hydrocarbyl substituted 
carboxylic to form a final product and the TAN value is then lowered to less than 4. 
However, it is the TAN value of the intermediate product, not the final product that is 
used for obviousness. Therefore, Tipton in view of Lange does teach an esterified 
maleic anhydride stryene copolymer where it is obvious for the TAN to be greater than 
4. 
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Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AMY T. LANG whose telephone number is (571)272- 
9057. The examiner can normally be reached on M-F 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Todd Manahan can be reached on 571-272-4713. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



01/07/2009 
/Amy T Lang/ 
Examiner, Art Unit 3731 

/Todd E Manahan/ 

Supervisory Patent Examiner, Art Unit 3731 



